10/078,534 



REMARKS 



In response to the restriction requirement Applicants have elected Group II (claims 8-13). 

By the amendments above, Applicants have also amended claims 11,12 and 13 to delete the 
multiple dependencies. The Examiner indicated at page 4 of the Office action, that claims 12-13 
would be considered with Group II if recast in single dependent form. Accordingly, prompt 
favorable examination of the merits of claims 8-13 is solicited. 

At page 2 of the Office action, the Examiner indicated that the application was incomplete 
and requested that Applicants resubmit several documents. During a telephone interview with 
Examiner Le on March 18, 2004, the Examiner clarified that his electronic version of the application 
was incomplete and requested that Applicants resubmit the following items: certified priority 
document (copy of first page); claim of priority; Information Disclosure Statement and Declaration. 
Attached hereto are the requested documents along with their respective stamped acknowledgment 
postcards. The appropriate fees were authorized at the time the above documents were filed. 

To the extent necessary, a petition for an extension of time under 37 C.F.R. 1 .136 is hereby 
made. Please charge any shortage in fees due in connection with the filing of this paper, including 
extension of time fees, to Deposit Account 500417 and please credit any excess fees to such deposit 
account. 

Respectfully submitted, 
MCDERMOTT, WILL & EMERY 

Brian K. Seidleck 
Registration No. 51,321 

600 13* Street, N.W. 
Washington, DC 20005-3096 
(202) 756-8000 BKSrapr 
Facsimile: (202) 756-8087 
Date: April 9, 2004 
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Approved for use through 9/30/98. OMB 0651-0032 
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Under the Papeiworli Reduction Act oT 1 995. no persons are required to respond to a collection of information unless it (fisplays a valid OMB control number. 




Declaration and Power of Attorney For Patent Application 

Japanese Language Declaration 



^ «r S /I? L T V > 6 t «r :i w { c a ^ U * -f o 



As a below named inventor. I hereby declare that: 



My residence, post office address and citizenship are as stated next 
to my name. 



t believe I am the original, first arxl sole inventor (If only one name is 
listed below) or an originai. first arnJ joint inventor (if plural names are 
listed Iselow) of the subject matter which is claimed and for wtiich a 
patent is sought on the invention entitled 



ELECTRODE FOR POLYMER ELECTROLYTE FUEL 
CELL, SEPARATOR THEREFOR, AND POLYMER 
ELECTROLYTE FUEL CELL AND GENERATING 
SYSTEM USING THEM 



The specification of which is attached hereto unless the following 
box is checked: 



[xl was filed on February 21, 2002 
as Unfted States Application Number or 
PCT Intemational Application Number 

10/078,534 and was amended on 

(if applicable). 

I hereby state that I have reviewed and understand the contents of 
the above identified specification, including the claims, as amended 
by any amendment referred to atx)ve. 

1 acknowledge the duty to disclose information which is material to 
patentability as defined in Title 37, Code of Federal Regulations. 
Section 1 .56. 
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Burden Hour Statement: This form is estimated to take 0.4 hours to complete. Time will vary depending upon the needs of the individual case. Any comments on the 
amount of Ume you are required to complete this fonn should be sent to the Chief Information OCBcer. Patent and Trademark Office. Washington. DC 20231. DO NOT 
SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner of Patents and Trademarks. Washington. DC 20231. 
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PTO/SB/l 06(8.96) 
Approved for use through 9/30/98. OMB 0651-0032 
Patent and Trademark Office: U.S. DEPARTMENT OF COMMERCE 
the Papeivworlt Reduction Ad of 1 996. no persors are required to respond to a coOection of information unless it displays a vafkJ OM oortfral number. 



Japanese Language Declaration 
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Prior Foreign Application(s) 

9^mx<o9cnmm 

;>Qm-3336Q5 
(Number) 
(»^) 

(Number) 



Japan 



(Country) 



(Country) 

(H^) 



tin. SB 3 sm^mmmi 1 9^ (e) mzm\^^xr^(r>^m 



I hereby claim foreign priority under Title 35, United States Code, 
Section 1 19 (a)-<d) or 365(b) of any foreign application(s) for patent 
or inventor's certificate, or 365(a) of any PCT international 
application wtitch designated at least one country other than the 
United States, listed below and have also identified below, by 
checking the box. any foreign application for patent or inventor's 
certificate, or PCT International application having a filing date before 
that of the application on which priority is claimed. 

Priority Not Claimed 

31/Q n1-nbf>r/2QQl U 



(Day/Month/Year Filed) 
(Wfil¥^0) 



□ 



(Day/Month/Year Filed) 

wm^^ s) 



I hereby claim the benefit under Title 35. United States Code. 
Section 119(e) of any United States provisional appltcation(5) Hsted 
below. 



(Application No.) (Filing Date) 

^^33 6 5* (c) icsr <tifJJ«r:icici3gU*-ro * 



(Application No.) (Filing Date) 

I hereby claim the benefit under Title 35, United States Code, 
Section 120 of any United States applicatjon(s), or 365(c) of any 
PCT international application designating the United States, fisted 
below and. insofar as the subject matter of each of the claims of ttiis 
application is not disclosed in the prior United States or PCT 
International application In the manner provided by the first 
paragraph of Titie 35, United States Code Section 112, I 
acknowledge the duty to disck>se Information whk^ is material to 
patentability as defined in Titte 37, Code of Federal Regulations. 
Section 1 .56 which became available between tiie filing date of the 
prior application and the national or PCT intematkMial filing date of 
application. 



(Appltoation No.) (Filing Date) (Status: Patented, Pending, Abandoned) 



(Applk:ation No.) (Filing Date) 

(tup*-^) immB) 

Hit. uB^(o^^{zm'r\^'x:^M:m^'^X'U/i-n^j:^B:m 
'r<mmfi^±xMnx^^tmcx}*^i>zt. ^hizmm^zfj: 



(Status: Patented. Pending, Abandoned) 

I hereby declare that all statements made herein of my own 
knowledge are true and that all statements made on information 
and belief are believed to be true; and further that these 
statements were made with the knowledge that willful false 
statements and the like so made are punishable by fine or 
imprisonment, or both, under Section 1001 of Title 18 of the 
United States Code and that such willful false statements may 
jeopardize the validity of the application or any patent issued 
thereon. 
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Patent and Trademart OfTtce: U.S. DEPARTMENT OF COMVtERCE 

Under the Pa^wrvvorfc Reduction Act of 1996. no persons are required to 



Japanese Language Declaration 





POWER OF ATTORNEY: As a named inventor. 1 hereby 
appoint the following attomey(s) and/or agent(s) to prosecute this 
application and transact all business in the Patent and Trademark 
Office connected therewith (list name and registration numt>er) 

Gene Z, Rubinson, Reg. No. 33,351; Arthur J. 
Steiner, Reg. No. 26.106; Keith E. George, 
Reff No 34 111* Michael E Focartv Ree: 
No. 36,139; Stephen C. Carlson, Reg. No. 
39,929; Alexander V. Yampolsky, Reg. No. 
36,324; Wesley L. Strickland, Reg. No. 44,363 




Send Correspondence to: 
McDefmott. Will & Emery 

600, 13th Street. N.W.. Washington, D.C. 2000&-3096 ' 




Direct Telephone Calls to: {name and telephone numbef) 

Telephone: (202) 756-8000 
Fax: (202) 756-8087 







Full name of sole or first inventor 
Katsunori NISHIMURA 






Inventor's signature - Date 






Residence 

Hitachiota, Japan 






Citizenship 
Japan 






Post Office Address 

c/o Hitachi, Ltd., Intellectual Property Group 
New Marunouchi Bldg. 5-1, Marunouchi 1-chcnie, 
Chiyoda-ku, Tokyo 100-8220, Japan 



(^^J|^P*<7)^^%W#lcov^r 4>l5l«lcl5«L. (Supply similar information and signature for second and 

* ^ ) subsequent joint inventors.) 
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Full name of second joint inventor, if any 
Masahiro KOMACHIYA 




eft 


Second iriventor'&signatum Date 






Residence / 
Hitachinaka , Japan 


dig 




Citizenship 

Japan 






Post Office Address 

c/oHitadii, Ltd.^ Intellectual Prc^rty Group 
New Marunouchi Bldg. 5-1, Marvmouchi l-chcme, 
Chiyoda-ku, Tokyo 100-8220, Japan 






Full name of third joint inventor, if any 

Jinichi IMAHASHI 
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Third inventor's signature Date 






Residence 

Hitachi, Japan 
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Citizenship 
Japan 






Post Office Address 

c/oHitiachi, Ltd., Intellectual Property Gr-otip 
New Marunouchi Bldg. 5-1, Marunouchi 1-chcroe, 
Chiyoda-ku, Tokyo 100-8220, Japan 






Full name of fourth joint inventor, if any 
Tohru KOYAMA 
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Fourth inventor's signature Date 
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Residence ^ 
Hitachi, Japan 
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Citizenship 






Japan 






Post Office Address 

c/o Hitiachi, Ltd. , Intellectual Property Gro\;5> 
New Marvmouchi Bldg. 5-1, Marunouchi l-choms, 
Chiyoda-ku, Tokyo 100-8220, Japan 






Full name of fifth joint inventor, if any 
Tomoichi KAMO 




eft 


Fifth inventor's sianature Date 






Residence ^ 
Tokai, Japan 






Citizenship 
Japan 






Post Office Address 

c/o Hitachi, Ltd. , Intellectual Property Group 
New Marunouchi Bldg. 5-1, Marunouchi 1-chccne, 
Chiyoda-ku, Tokyo 100-8220, Japan 
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Docket No.; 62807-034 



PATENT 



IN THE UNITED STATES PATENT AND TRADEMARK OFTICE 



In re Application of 



Katsunori NISHIMURA, et al. 



Serial No.: 



Group Art Unit: 



Filed: February 21, 2002 



Examiner: 



For: ELECTRODE FOR POLYMER ELECTROLYTE FUEL CELL, SEPARATOR 

THEREFOR, AND POLYMER ELECTROLYTE FUEL CELL AND GENERATING 
SYSTEM USING THEM 



Commissioner for Patents 
Washington, DC 20231 

Dear Sir: 

In accordance with the provisions of 37 C.F.R. 1.56, 1.97 and 1.98, the attention of the 
Patent and Trademark Office is hereby directed to the documents listed on the attached form PTO- 
1449. It is respectfully requested that the documents be expressly considered during the prosecution 
of this application, and that the documents be made of record therein and appear among the 
"References Cited" on any patent to issue therefirom. 

This Information Disclosure Statement is being filed within three months of the U.S. filing 
date OR before the mailing date of a first Office Action on the merits. No certification or fee is 
required. 



INFORMATION DISCLOSURE STATEMENT 



WDC99 562105-1.062807.0034 



Serial No.: 

The relevance of each non-English language reference, if any, is discussed in the present 
specification. 

Respectfully submitted, 
MCDERMOTT, WILL & EMERY 




Registration No. 34,1 1 1 

600 13'" Street, N.W. 
Washington, DC 20005-3096 
(202) 756-8000 KEG:mlw 
Date: February 21, 2002 
Facsimile: (202) 756-8087 
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EXAMINER'S 
INITIALS 


PATENT NO. 
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SUBCLASS 


Translation 


Yes 
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2000-294254 


10/20/2000 


Japan (w/ English Abstract) 












8-13179 


01/16/1996 


Japan (w/ English Abstract) 












3110760 


09/14/2000 


Japan (w/ English Abstract) 










































OTHER ART (Including Author, Title, Date, Pertinent Pages, Etc.) 
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EXAMINER: Initial if reference considered, whether or not citation is in conformance with MPEP 609; draw line through citation if not in conformance and not 
considered. Include copy of this form with next communication to Applicant 
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IN THE UNITED STATES PATENT AND TRADEMARK OFTICE 



^i-In re Application of 
^^^*^^^*tS!l>^ Katsunori NISHIMURA, et al. 



Serial No.: 

Filed: Februaiy 21,2002 



Group Art Unit: 
Examiner: 



For: ELECTRODE FOR POLYMER ELECTROLYTE FUEL CELL, SEPARATOR 

THEREFOR, AND POLYMER ELECTROLYTE FUEL CELL AND GENERATING 
SYSTEM USING THEM 



CLAIM OF PRIORITY AND 
TRANSMITTAL OF CERTiHED PRIORITY DOCUMENT 



Commissioner for Patents 
Washington, DC 20231 



Sir: 



In accordance with the provisions of 35 U.S.C. 1 19, Applicants hereby claim the priority of: 
Japanese Patent Application No. 2001-333605, Gled August 31, 2001 



A certified copy is submitted herewith. 



600 13* Street, N.W. 
Washington, DC 20005-3096 
(202) 756-8000 KEG:mlw 
Date: February 21, 2002 
Facsimile: (202) 756-8087 



Respectfully submitted, 
MCDERMOTT, WILL & EMERY 
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